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DETAILED ACTION 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1 (and dependent claims 26-56) are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Regarding Claim 1, the claim is generally narrative and indefinite, failing to conform 
with current U.S. practice. It appears to be a literal translation into English from a foreign 
document and is replete with grammatical and idiomatic errors. The following is a exemplative 
list of verbage which raises questions about language clarity, but it is by no means exclusive . 

It is not clear whether the decor is an independent layer or whether the "decor and 
a wear layer" are the same layer. The phrase "one or more structural surfaces, forming 
embossing surfaces of one or more rollers or moulds" does not make sense; it is not clear 
whether the structural surfaces form the surfaces of the molds or whether the surfaces of 
the molds form the structural surfaces. It is not clear whether the "one or more structural 
surfaces" is an additional independent layer formed on top of the "decorative laquered 
surface" (see lines 4-5) or whether it is part of a layer. It is not clear whether "having 
cured the laquer to a desired viscosity" is a limitation, since it is preceeded by "possibly". 
It phrase "continuously or discontinuously pressed on to this" (see lines 6-7) is without 
antecedent (to what does "this" refer?). 
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For purposes of examination, the following will be observed: 

a. there are three distinct layers: a base layer, a decor layer, and a wear layer 

b. the structural surfaces are part of the decor layer and are formed by rollers or 

molds 

c. having cured the laquer to a desired viscosity is not a requirement since 
"possibly" is alternative language 

d. rollers are continuously or discontinuously pressed toward the decor layer 

Regarding Claim 32, the claimed glazing rollers function to plane the surface of the 
formed article (see specificiation page 2), so it is unclear what specific "glazing" function they 
have other than to smooth the article and what distinction they have from the structured roller. 
Therefore, it is interpreted that the "glazing" rollers can be any rollers which function to form a 
smooth plane in the article. 

Regarding Claims 33 and 34, a broad range or limitation together with a narrow range or 
limitation that falls within the broad range or limitation (in the same claim) is considered 
indefinite, since the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. Note the explanation given by the Board of Patent Appeals and Interferences 
in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad 
language is followed by "such as" and then narrow language. The Board stated that this can 
render a claim indefinite by raising a question or doubt as to whether the feature introduced by 
such language is (a) merely exemplary of the remainder of the claim, and therefore not required, 
or (b) a required feature of the claims. Note also, for example, the decisions of Ex parte 
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Steigewald, 131 USPQ 74 (Bd App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex 
parte Hasche, 86 USPQ 48 1 (Bd. App. 1 949). In the present instance, claim 33 recites the broad 
recitation "above 40°C", and the claim also recites "range of 50°C - 150°C" which is the 
narrower statement of the range/limitation. In the present instance, claim 34 recites the broad 
recitation "above 30°C", and the claim also recites "range of 35°C - 100°C" which is the 
narrower statement of the range/limitation. For purposes of examination, the more narrow 
ranges in each claim are being interpreted as merely exemplary of the remainder of the claim and 
therefore not required. 

Claims 34 recites the limitation "the glazing rollers" in line 1. There is insufficient 
antecedent basis for this limitation in the claim. 

Regarding claims 47 and 48, the phrase "for example" renders the claim indefinite 
because it is unclear whether the limitation(s) following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). 

Regarding Claims 51 and 52, it is unclear what about the counter stay is "in the range of 
T minus 0.7mm-0.9mm". 

Regarding Claims 53-55, the location or area in which the claimed pressure occurs is 
unclear. 

Regarding Claim 56, the location or area in which the claimed temperature occurs is 
unclear. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1, 26-35-40, 45-50, and 55-56 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Hansson et al. (U.S. Patent 6,565,919). Regarding Claim 1, Hansson et al., 
hereafter "Hansson," show that it is known to carry out a process for the manufacturing of a 
decorative surface element, which element comprises a base layer, a decor and a wear layer of a 
UV or electron beam curing laquer, characterized in that one or more structured surfaces, 
forming embossing surfaces of one or more rollers or moulds, are positioned on top of the 
decorative laquered surface, and are continuously or discontinuously pressed on to [the decor], 
whereby the laquer will be provided with a surface structure which enhances the decorative 
effect of the decor, whereupon the wear layer is completely cured (Column 1, lines 58-67; 
Column 3, lines 12-53; Column 4, lines 44-49). 

Regarding Claim 26, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a method wherein the laquer consists of an acrylic or a maleamide 
laquer (Column 3, lines 19-20). 

Regarding Claim 27, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a method wherein the wear layer is applied in several steps with 
intermediate partial curing (Column 3, lines 20-21). 
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Regarding Claim 28, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a method wherein the wear layer includes hard particles with an 
average particle size in the range of 50nm-150um (Column 3, lines 58-61). 

Regarding Claim 29, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a method wherein the base layer consists of a particle board or a 
fibre board (Column 2, lines 59-60). 

Regarding Claim 30, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a method wherein the base layer consists mainly of a polymer 
(Column 2, lines 63-67). 

Regarding Claim 31, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a method wherein the surface element contains a layer which is 
elastic at least before the complete curing, the elastic layer being the base layer (Column 3, lines 
1-10). 

Regarding Claim 32, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a method wherein one or more glazing rollers is pressed towards the 
surface structured wear layer before the complete curing stage (Column 1 1 , lines 34-37; Column 
12, lines 37-40). 

Regarding Claim 33, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a method wherein the structured rollers are heated to a surface 
temperature of above 40°C (Column 4, lines 9-14). 
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Regarding Claim 34, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a method wherein the structured rollers are heated to a surface 
temperature of above 30°C (Column 4, lines 9-14). 

Regarding Claim 35, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a method wherein a thin top coat is applied on top of the structured 
wear layer (Column 3, lines 44-50). 

Regarding Claim 36, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1 and 32 above, including a method wherein a thin top coat is applied on top of the 
structured wear layer after the glazing stage (Column 1 1, lines 37-41). 

Regarding Claim 37, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1 and 32 above, including a method wherein a thin top coat is applied on top of the 
structure wear layer before the glazing stage and that the top coat is partially cured before the 
glazing (Column 13, lines 16-31). 

Regarding Claim 38, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1 and 35 above, including a method wherein the top coat is comprised of acrylic or 
maleamide laquer and optionally an additive in the form of hard particles with an average size in 
the range of 50nm - lOum (Column 3, lines 18-30). 

Regarding Claim 39, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a method wherein each structured roller is provided with a counter 
stay roller between which the surface element is passed (Column 4, lines 44-46). 
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Regarding Claim 40, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1 and 32 above, including a method wherein each glazing roller is provided with a 
counter stay roller between which the surface element is passed (Column 4, lines 44-46). 

Regarding Claim 45, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, including a method wherein the structured surface of the mold is heated to a 
surface temperature above 40°C (Column 4, lines 7-14). 

Regarding Claim 46, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1 and 45 above, including a method wherein the pressure exercised by the structured 
mold surface is 50-200 Bar (Column 4, lines 7-14). 

Regarding Claim 47, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1 and 28 above, wherein the hard particles consists of silicon oxide, a-aluminum oxide 
or silicon carbide (Column 4, lines 1-3). 

Regarding Claim 48, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1 and 28 above, including a method wherein the main part of the hard particles 
consists of silicon oxide, a-aluminum oxide or silicon carbide while a smaller amount of the hard 
particles consist of diamond (Column 4, lines 1-3). 

Regarding Claim 49, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1, 28, and 48 above, including a method wherein the hard particles consisting of 
diamond is in the average particle size range of 50nm-2um and is placed close to the upper 
surface of the wear layer (Column 3, lines 24-31, 54-67; Column 4, lines 1-4). 
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Regarding Claim 50, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1 and 30 above, including a method wherein the polymer is polyurethane (Column 2, 
lines 60-62). 

Regarding Claim 55, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1, 45, and 46 above, including a method wherein the pressure is 65-100 Bar (Column 
4, lines 7-14). 

Regarding Claim 56, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1 and 45 above, including a method wherein the temperature is in the range of 50°C- 
150°C (Column 4, lines 9-14). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 41-44, and 51-54 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hansson, in view of Andersen et al. (U.S. Patent 5,720,913). 

Regarding Claim 41, Hansson shows the process as claimed as discussed in the rejection 
of Claim 1 above, but he does not show a specific distance between the structure forming rollers. 
Andersen et al., hereafter "Andersen," show that it is known to carry out a method of making a 
decorative element (Column 4, lines 1 1-27) wherein the surface element has a thickness T and 
that the distance between each structured roller and corresponding counter stay is set in the range 
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T minus 0.5mm-1.2mm (Column 36, lines 7-30; Column 59, lines 15-33, 65-67; Column 60, 
lines 1-25). Andersen and Hansson are combinable because they are concerned with a similar 
technical field, namely, that of molding decorative composite articles. It would have been prima 
facie obvious to one of ordinary skill in the art at the time the invention was made to use 
Andersen's roller clearance in Hansson' s molding process in order to obtain an article with the 
desired amount of thickness. 

Regarding Claim 42, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1 and 41 above, including a method wherein the pressure between each structured 
roller and its corresponding counter stay is 50-200Bar (Column 4, lines 7-14), meeting 
applicant's claim. 

Regarding Claim 43, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1 and 40 above, but he does not show a specific distance between the structure 
forming rollers. Andersen shows that it is known to carry out a method of making a decorative 
element wherein the surface element has a thickness T and that the distance between each 
structured roller and corresponding counter stay is set in the range T minus 0.7mm- 1.2mm 
(Column 36, lines 7-30; Column 59, lines 15-33, 65-67; Column 60, lines 1-25). It would have 
been prima facie obvious to one of ordinary skill in the art at the time the invention was made to 
use Andersen's roller clearance in Hansson' s molding process in order to obtain an article with 
the desired amount of thickness. 

Regarding Claim 44, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1, 40, and 43 above, including a method wherein the pressure between each glazing 



Application/Control Number: 09/964,838 Page 1 1 

Art Unit: 1732 

roller and its corresponding counter stay is 0. l-10Bar (Column 4, lines 7-14), meeting 
applicant's claim. 

Regarding Claim 51, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1 and 41 above, but he does not show a specific distance between the structure 
forming rollers. Andersen shows that it is known to carry out a method of making a decorative 
element wherein the distance between each structured roller and corresponding counter stay is 
set in the range T minus 0.7mm-0.9mm (Column 36, lines 7-30; Column 59, lines 15-33, 65-67; 
Column 60, lines 1-25). It would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to use Andersen's roller clearance in Hansson' s molding 
process in order to obtain an article with the desired amount of thickness. 

Regarding Claim 52, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1, 40, and 43 above, but he does not show a specific distance between the structure 
forming rollers. Andersen shows that it is known to carry out a method of making a decorative 
element wherein the distance between each structured roller and corresponding counter stay is 
set in the range T minus 0.7mm-0.9mm (Column 36, lines 7-30; Column 59, lines 15-33, 65-67; 
Column 60, lines 1-25). It would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to use Andersen's roller clearance in Hansson's molding 
process in order to obtain an article with the desired amount of thickness. 

Regarding Claim 53, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1,41, and 42 above, including a method wherein the pressure is 65-100Bar (Column 4, 
lines 7-14), meeting applicant's claim. 



Application/Control Number: 09/964,838 



Page 12 



Art Unit: 1732 

Regarding Claim 54, Hansson shows the process as claimed as discussed in the rejection 
of Claims 1, 40, 43, and 44 above, including a method wherein the pressure is 65-100Bar 
(Column 4, lines 7-14), meeting applicant's claim. 
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